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The stantive part of the policy provides that

“any diﬁeovery or iﬁvention (a) which is the result of research
carried on by or under the direction of any employee of the
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_Smey and having the costs thereof paid from Survey funds,
or (b) which is made by any employee of the Survey as a direct
result of his duties with the Survey, oi.' (c) which has been
developed in whole or in part by the utilization of sSurvey
resources or facilities; belongs to the Survey and shall be
used and controlled in ways to produce the greatest benefit to
the State of Illinois and to the public®. The policy of the
Department provides further that the Board of Natural Resourcese
and Congservation shall decide whether to retain the agsignment
or to releagse it to the discoverer or inventor and further, if
the Board decides that the Department should keep the assign-
ment, what percentage of royalties should be paid to the dis~
coverer or mvam_:or.

I am of the opi.ni&a that the basic patent policy is valid,
but that the procedure and details are invalid. Thus, opinion
No. 38, issued March 2, 1960 (1960 Ill. Att'y. Gen. Op. 100) is con-
tradicted to some extent. That opinion advised that there was no
statutory authority for the Dopart:ment of Public Wwelfare to impose

a requirement that an employee of the Department who makes an
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invention or discovery shall assign his patent rights to the
Departmsnt, | | |

The United States Supreme Court in U, S. v. Dubilier
Condenser Corp., 269 U.S. 176, summarizes the rights to a
patent between an employee and employer. In general, vwhether
the employer or employee is entitled to the patent depends on
the employment contract. fThe court atated as follows at pages
187, 188:

" * Hw

2 patent is property and title to it can
pasg only by assignment. If not yet issued an
agreement to assign wvhen issued, if valid as a
contract, will be specifically enforced.

The respective rights and obligations of
employer and employee, touching an invention
conceived by the latter, spring from the
contract of employment.

One employed to make an invention, who
suceceeds, during hias term of service, in
acecomplishing that task, is bound to assign
to his employer any patent obtained. The
reason is that he has only produced that which
he was employed to invent. His invention is
the precise subject of the contract of employment.
A term of the agreement necessarily is that what
he ie paid to produce belongs to his paymaster.
W Ve m' 264 U.8., 52. On
the other ’ the employment be generxal,
albeit it cover a field of labor and effort in
the performance of which the employee conceived
the invention for which he obtained a patent,
the contract is not so broadly construed as to

require an assigmeent of the patent., Ha
v. Hewitt, 119 U.8S. 2267 Dalgell v. r
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co. 149 U.8. 315. In the latter
d [p. 320):

‘But a2 manufacturing corporation, which has
employed a skilled workman, for a stated compensa-
tion, to take charge of ite works, and to devote
his time and sexvices to devising and making
improvements in articles there manufactured, is
not entitled to a conveyance of patents obtained
for inventions made by him while so enployed, in
the absence of express agreement to that effect,’

* e "

The relationship between a governmental employer and
employee is no differént than that between a private employer
and employee. (Solomons v. U, 8., 137 ﬁ.a. 342.) Therefore,
the Department may enter into the type of agreement contemplate
ed by your patent policy if the Department is so authorized.

' There are no specific provisions relating to the
State obtaining the assignment of a patent; however, a yatdnt
is property (Y. S. v. Duobilier Condenser Corp., supzra,) and
a State has the right to acquire property. (1953 Ill. Att'y.
Gen. Op. 157,) Section 16 of The Civil ministmtive-&da of
Iliinois (Xll. Rev. Stat. 1975, ch. 127, par. 16) provides as
follows: |

the 8;2;:;@1.2: gﬁ"’n?mm’ .-“ %ﬁdma:ﬁm

is empowered to prescribe regulations, not inconsis-

tent with law, for the government of his department,

the conduct of its employees and clerks, the dis-
tribution and performance of its business and the
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custody, use and preservation of the records, .

pammt;;uh::?s. documents, and property pertaine
Under this section the Dirmr of the Department of negi'-t_:ration
and Bducation is empowered to protect the property of the
Btate and to prescribe rules for the government of his depart-

' ment and conduct of its employees. The patent policy of your
_ Department is a valid attempt to protect the property and
‘resources of the State. The requirement that the employees
assign patent rights to their discoveries or inventione is a
valid rule for the government of the department and eonduct
of -uch employeeas. '

I note, hwwar. mu the uaimunt of the pat.cnt
is made to the Bapnrmne. of aegtat:ation and Bdncnuen am!
that the statenent of policy provides that any discovery ox
invention belongs to the particular seientific survey. 'rhc
assignment should be made to the State of Illinois. It is
property of the State and nét: the D’oparment or survey.

See opinion Ho. 107 issued January 8, 1954. 1954 I1l. Att'y.
Gen. Op. 47, citing People v. Barrett, 382 111, 321,

| There i3 no indication as to who established the
patent procedure, the Board or the Director. Since the patent

/
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is the property of the State, any agreement with regard to the
use of the patent should be in accordance with rules of the
Director of the Department as promulgatéd pursuant to section 16
of The Civil Administrative Code, supra. I do not believe that
the authority of the Board of Natural Resources and Conservation,
acting through its subcommittees under section 63 of The Civil
Adnministrative Code of Illinois (I1l. Rev. Stat. 1975, ch. 127,
par. 63) to "consider and decide all matters pertaining to
natural history, geology, water and water resouxcea.vfo:estry,
and allied research, investigation and scientific work:"
eclipses the Director's powexr with regard to basic patent
policy.

There is alazo a problem with payment of royalties to
the employees. While an assignment by an employee of the State
of Illinois with an agreemqht to share in the royalties is
merely éart of the employment agreement between the individual
and the State and not a contract within the contemplation of
gection 11.1 of the Illinois Purchasing Act (Ill. Rev. Stat.
1975, ch. 127, par. 132.11-1), the procedure whereby the Depart-
ment, Board or Survey péys proceeds from the patent direetly

to the employee is invalid. The Department is required to pay
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all »monm received to thi State treasury. See sections 1
and 2 of "AN ACT in relation to the payment and G:I.spm'it.l’od of
moneys m«iua by ezﬂeni and employees of the State of |
Illinois by virtue of their aﬁi« or employment”. Ill. Rev,
 Seat. 1975, ch. 127, pars. 170 and 171. -
Very truly yours,

ATTORNEY GENRBRAL




